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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name P Swiss, Inc.

Granted to Date
of previous
extension

08/04/2013

Address 140 Royal Palm WaySuite 202
Palm Beach, FL 33480
UNITED STATES

Attorney
information

Casimir W. Cook II
Roylance, Abrams, Berdo & Goodman, LLP
1300 19th Street, NWSuite 600
Washington, DC 20036
UNITED STATES
CWCdocketing@roylance.com

Applicant Information

Application No 79112749 Publication date 02/05/2013

Opposition Filing
Date

08/05/2013 Opposition
Period Ends

08/04/2013

International
Registration No.

1115471 International
Registration Date

03/13/2012

Applicant OFFICIUM S.r.l.
Piazza dell'Indipendenza, 21
I-50129 FIRENZE,
ITALY

Goods/Services Affected by Opposition

Class 014.
All goods and services in the class are opposed, namely: Precious metals, unwrought and semi-
wrought; alloys of precious metal; objects of imitation gold, namely, imitation gold jewelry, imitation
gold busts, imitation gold boxes; plated articles of precious metal, namely, jewelry plated with
precious metals, busts plated with precious metals, boxes plated with precious metals; jewelry,
precious stones, statues of precious metal, jade; clocks, watches, chronometrical instruments and
parts thereof; watch cases; watch bands; watch straps

Grounds for Opposition

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Casimir Cook/

Name Casimir W. Cook II

Date 08/05/2013
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Application of                                   :
       
Officium S.r.l.                                                     :
       
Serial No.:   79/112,749      : 
       
Filed: March 13, 2012                 : 
       
Mark:         PIPPO PEREZ                              : 
       
Published: February 5, 2013         : 
 

 

 
P SWISS, INC.,                             : 

    
Opposer,          : 

 
v.          : 

     
OFFICIUM S.RL.                                              : 
 

Applicant.      : 
 

 
 
 
 
 
Opposition No. _____________ 

 

NOTICE OF OPPOSITION 
  

P Swiss, Inc., a corporation organized under the laws of the State of Florida,  having a 

principal place of business at 140 Royal Palm Way, Suite 202 Palm Beach, Florida 33480, 

(hereinafter called “Opposer”) believes that it is and/or will be damaged by the registration of 

United States Trademark Application Serial No. 79/112,749 (“the Application”) for PIPPO 

PEREZ (“Applicant’s Mark”) for “Precious metals, unwrought and semi-wrought; alloys of 

precious metal; objects of imitation gold, namely, imitation gold jewelry, imitation gold 

busts, imitation gold boxes; plated articles of precious metal, namely, jewelry plated with 

precious metals, busts plated with precious metals, boxes plated with precious metals; 
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jewelry, precious stones, statues of precious metal, jade; clocks, watches, chronometrical 

instruments and parts thereof; watch cases; watch bands; watch straps,” in International Class 

14, (“Applicant’s Opposed Goods”) filed on March 13, 2013 by Officium S.r.l. having an 

address at Piazza dell'Indipendenza, 21, I-50129 Firenze, Italy (“Applicant”), and, pursuant to 

Rule 2.101 of the Trademark Rules of Practice and §13 of the Trademark Act of 1946 (15 

U.S.C. §1063), hereby opposes the same. 

The specific grounds for opposition are as follows: 

1. On March 13, 2012, Applicant filed the Application with the U.S. Patent and 

Trademark Office pursuant to Section 66(a) of the Trademark Act, 15 U.S.C. §1141(f). 

2. The Application included Applicant’s declaration pursuant to 15 U.S.C. §1141(5) 

stating  “that the person making the declaration believes the applicant to be entitled to use the 

mark in commerce; and that to the best of his/her knowledge and belief no other person, firm, 

corporation, or association has the right to use the mark in commerce, either in the identical form 

thereof or in such near resemblance thereto as to be likely, when used on or in connection with 

the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive.”   

3. On November 2, 2012, in response to the June 26, 2012 non-final office action in 

the Application, Applicant submitted a written consent from Giuseppe Perez in which Mr. Perez 

identified himself as commonly named Pippo Perez and consented to Applicant’s use of PIPPO 

PEREZ as a trademark in the United States. (Exhibit A). 

 4. Upon information and belief, Mr. Perez is formally associated with Applicant and 

its business operations in the United States under the PIPPO PEREZ trademark. (Exhibit B). 
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5.  Opposer and Mr. Perez have had dealings concerning the acquisition and transfer 

of U.S. trademark rights and domain names previously. 

6. Opposer acquired U.S. Trademark Registration No. 2,992,552 – P (Stylized) 

together with the goodwill of the business symbolized by the trademark via a good faith transfer 

from Pippo Worldwide, LLC in February 2007.  Mr. Perez held a 25% interest in Pippo 

Worldwide, LLC at the time of the transfer.  (Exhibit C). 

7. Subsequently, on or around March 2011, Mr. Perez entered into an agreement 

with Opposer whereby Mr. Perez agreed not to use the designations PIPPO or PIPPO PEREZ in 

connection with watches, timepieces or similar in the United States.   

8. Upon information and belief, since prior to the March 13, 2012 filing date of the 

Application and Mr. Perez’s June 26, 2012 written consent, there existed a legally binding 

agreement between Opposer and Mr. Perez concerning use of the designations PIPPO and PIPPO 

PEREZ in connection with watches, timepieces or similar in the United States. 

9.   Upon information and belief, since prior to the March 13, 2012 filing date of the 

Application and Mr. Perez’s June 26, 2012 written consent, there existed a legally binding 

agreement between Opposer and Mr. Perez affecting the superiority of rights to the designations 

PIPPO and PIPPO PEREZ in connection with watches, timepieces or similar in the United 

States. 

10. Upon information and belief, since prior to the March 13, 2012 filing date of the 

Application and Mr. Perez’s June 26, 2012 written consent, Applicant and/or Mr. Perez knew 

that there existed a legally binding agreement between Opposer and Mr. Perez affecting the 

superiority of rights to the designations PIPPO and PIPPO PEREZ in connection with watches, 
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timepieces or similar in the United States.  Neither Applicant nor Mr. Perez had any reason to 

believe otherwise.  

11. Upon information and belief, Applicant’s March 13, 2012 declaration in support 

of the Application was false. 

12. Upon information and belief, Applicant’s March 13, 2012 declaration was a 

material misrepresentation in that such declaration is a requirement for Section 66(A) 

applications and but for Applicant’s misrepresentation, the application could not be granted 

registration.   

13. Upon information and belief, Mr. Perez’s knowledge of the prior agreement 

concerning use of the PIPPO and PIPPO PEREZ marks in the United States is imputed to 

Applicant and both Mr. Perez and Applicant must have made the March 13, 2012 declaration 

with the intent to deceive the U.S. Patent and Trademark Office. 

14. Upon information and belief, by withholding these facts from the U.S. Patent and 

Trademark Office, Applicant and/or Mr. Perez intended to procure a registration to which 

Applicant was not entitled.  

* * * * * 
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 WHEREFORE, Opposer respectfully prays that this Notice of Opposition be granted and 

sustained, and that the Applicant be refused registration of PIPPO PEREZ for Applicant’s 

Opposed Goods set forth in Application No. 79/112,749.   

 This Notice of Opposition is submitted electronically through ESTTA, together with 

payment by credit card in the amount of $300.00 in payment of the statutory filing fee. 

      Respectfully submitted,  

  P SWISS, INC. 
  

  
Dated:  August 5, 2013        
       Casimir W. Cook II 

  Roylance, Abrams, Berdo & Goodman, L.L.P. 
       1300 19th Street, N.W., Suite 600 
      Washington, D.C. 20036 
       Main Telephone: (202) 659-9076 
       Facsimile: (202) 659-9344 
 

  Attorneys for Opposer 
 



- 6 - 

 

CERTIFICATE OF SERVICE 
 

 The undersigned counsel does hereby certify that a copy of the foregoing NOTICE OF 

OPPOSITION was served upon Applicant’s Attorney of Record at Applicant’s Attorney’s 

address of record, on the 5th day of August 2013, by first-class mail, postage prepaid, and 

addressed as follows: 

Mark Lebow 
Ladas & Parry 

Suite 105 1727 King Street 
Alexandria, VA 22314 

 

 
______________________________ 

                  Casimir W. Cook II 
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